
SCHEDULE B
Non-Commercial Use GFP Transfer License Agreement

License Agreement
Non-Commercial Use of GFP

WE GE Healthcare UK Limited, of Little Chalfont, England, UK, (“WE”/“US”) have agreed to permit RIKEN BioResource Center) (“Transferor”) to supply you ( Research Investigator/Recipient  ) (“YOU”) free of charge with certain materials containing fluorescent proteins and/or genes, which are covered by one or more patents controlled by US or our licensors or their licensors (“Materials”). The term “Materials” is intended to include the result of any combination of the aforesaid materials that YOU may make with other materials (from whatever source) which themselves contain fluorescent proteins and/or genes that are similarly covered by the said patents. The terms under which WE permit such supply of Materials by the Transferor to YOU are set out in this agreement (“License Agreement”) below. If YOU do not agree these terms, please do not use the Materials and return them to the Transferor. YOU may contact US direct to discuss the terms further if YOU so wish. By receiving and commencing use of the Materials, YOU thereby agree to be bound by this License Agreement.

1.
License and Materials are for non-commercial research use by YOU only.  
(a) WE hereby give the Transferor the right and License to transfer the Materials to only YOU and WE also give YOU the right and License to use the Materials solely for the purposes of YOUR own internal non-commercial research work at YOUR principal research site (“Research”). No transfer of intellectual property rights is intended by virtue of anything in or done under this License Agreement. YOU hereby agree that YOU do not have any rights to the intellectual property rights owned by or licensed to US relating to the Materials other than as set out in this License Agreement. YOU hereby acknowledge that the Materials and related technology is protected by national or worldwide patents, including one or more of the following: US5625048, US5777079, US5804387, US5958713, US5968738, US5994077, US6054321, US6066476, US6077707, US6090919, US6124128, US6172188, US6319669, US6403374, EP0804457, EP1104769, EP851874, EP0986753, and JP3283523 and other pending and foreign patent applications.
(b) YOU hereby assure US that the Research and the results obtained are solely for YOUR own purposes and that the Research and results thereof are not for or on behalf of any other person or for any other person’s benefit. YOU agree not to market or sell the Materials or any derivatives thereof. YOU agree to inform YOUR staff and students of YOUR obligations under this License Agreement, and to take all appropriate steps to see that they abide by these terms. YOU also agree not to allow any persons other than YOUR teaching or research staff and students to access or use the Materials or any clones, copies or derivatives of the Materials and to take reasonable precautions to prevent unauthorized access or use. YOU ACKNOWLEDGE THAT THE MATERIALS SHALL NOT BE USED FOR ANY EXPERIMENT OR ACTIVITY WHERE A FOR-PROFIT ORGANIZATION FUNDS, IN WHOLE OR IN PART, SUCH ACTIVITIES OR ACQUIRES ANY PRESENT OR FUTURE RIGHT(S) (E.G. INTELLECTUAL PROPERTY OR CONTRACT) IN SUCH ACTIVITIES.
(c) This License Agreement shall commence on the date of the Transferor’s first supply of the Materials to YOU and automatically end when YOUR Research is completed or if earlier the date on which YOU cease to hold any Materials.

2.
Restrictions.  

In order that WE may remain compliant with the obligations that WE owe to our licensors, YOU agree not to use the Materials for the following uses or procedures: providing services to third parties; transfer of any Material to a third party; databases subscription/access paid for by a for-profit entity; diagnostics;  use of polynucleotides in promoterless vector, gene trap, enhancer trap or promoter trap (e.g. random integration);  screening for more than 1,000 chemicals a year to identify useful chemicals;  profiling more than 100 chemicals in a single year for selectivity, bioavailability, drug metabolism or toxicity; environmental, veterinary and consumer product applications (such as flavors, fragrances and taste enhancers); and/or a quality control or assurance process for the manufacture of a product for sale . The Stanford Patents may not be practiced in the field of anti-infectives.

3.
Legal Requirements.

(a) YOU agree to faithfully and diligently comply with all applicable statutes, orders, regulations, guidelines and industry recognized codes of practice in the country of YOUR research that relate to the Research.

(b) YOU agree not to use the Materials for testing in or the treatment of humans.

4
Publication. 

WE do not seek to limit or exclude YOU from publishing the results of YOUR Research. 

5.
Indemnity. 

YOU agree to be solely responsible for any claims or legal proceedings that arise anywhere in the world in connection with YOUR possession or use of the Materials in connection with the Research or otherwise. Such claims or legal proceedings include those relating to: (i) injury to a person or loss of or damage to property, in any such case caused by YOUR negligence or breach of this Agreement, or (ii) infringement of any third party intellectual property or other rights. YOU hereby irrevocably agree to compensate and reimburse US (and our licensors or their licensors) for the full amount of OUR (or their) direct losses and out of pocket costs and expenses in connection with all of the matters for which YOU have accepted responsibility as noted above.

With respect to rights sublicensed to US by the Howard Hughes Medical Institute (“HHMI”) or by The Regents of the University of California (“UC”) through Life Technologies Corporation (“LTC”), YOU hereby agree to indemnify, defend and hold harmless HHMI or UC, as appropriate, and their respective officers, directors, employees, sponsors and agents from and against all damages or other amounts payable to a third party (including product liability) resulting or arising from YOUR use of the rights granted herein to the extent that such indemnification by YOU is required by HHMI or UC pursuant to agreements between HHMI and LTC or between UC and LTC.
LTC AND ITS AFFILIATES HEREBY DISCLAIM ALL REPRESENTATIONS AND WARRANTIES OF ANY KIND, EXPRESS OR IMPLIED, INCLUDING, WITHOUT LIMITATION, ANY WARRANTY OF NON-INFRINGEMENT, TITLE, MERCHANTABILITY OR FITNESS FOR A PARTICULAR PURPOSE.

IN NO EVENT SHALL YOU BE ENTITLED TO RECOVER FROM LTC OR ANY OF ITS AFFILIATES ANY DAMAGES OF ANY KIND, INCLUDING, WITHOUT LIMITATION, ANY DIRECT, INDIRECT, SPECIAL, INCIDENTAL, CONSEQUENTIAL OR PUNITIVE DAMAGES IN CONNECTION WITH THIS AGREEMENT OR THE LICENSE GRANTED HEREUNDER.

Disclaimer of Warranties.  Except as expressly set forth in this Agreement, pursuant to the Agreement made between Aurora and Stanford University dated April 25 1998 (“Stanford Agreement”) Stanford MAKES NO REPRESENTATIONS AND EXTENDS NO WARRANTIES OF ANY KIND, EITHER EXPRESS OR IMPLIED.  THERE ARE NO EXPRESS OR IMPLIED WARRANTIES OF MERCHANTABILITY OR FITNESS FOR A PARTICULAR PURPOSE, OR THAT THE USE OF THE STANFORD LICENSED PRODUCTS OR SERVICES WILL NOT INFRINGE ANY PATENT, COPYRIGHT, TRADEMARK, OR OTHER RIGHTS OR ANY OTHER EXPRESS OR IMPLIED WARRANTIES. In this Disclaimer: (i) “Stanford Licensed Product” means any product or process, or part thereof, in the permitted field of use, the manufacture, use or sale of which is covered by a valid claim of an issued, unexpired Stanford Patent and shall be presumed to be valid unless and until it has been held to be invalid by a final judgment of a court of competent jurisdiction from which no appeal can be or is taken; and (ii) “Stanford Patent” means those of the patents referred to in Clause 1 above as are owned by Stanford.

Pursuant to the Stanford Agreement, nothing in this Agreement is or will be construed as:

- a warranty or representation by Stanford as to the validity or scope of the Stanford Patents;

- a warranty or representation that anything made, used, sold or otherwise disposed of under any license granted in this Agreement is or will be free from infringement of patents, copyrights and other rights of third parties;

- an obligation to bring or prosecute actions or suits against third parties for infringement, except to the extent and in the circumstances described Article 11 of the Stanford Agreement;

- granting by implication, estoppel, or otherwise any licenses or rights under patents or other rights of Stanford or other persons other than the Stanford Patents, regardless of whether such patents or other rights are dominant or subordinate to any of the Stanford Patents; or

-  an obligation to furnish any technology or technological information other than the technology as set forth herein.

Indemnification.  YOU agree to indemnify, hold harmless and defend STANFORD and the related Stanford hospitals and clinics] and their respective trustees, officers, employees, students and agents against any and all claims for death, illness, personal injury, property damage and improper business practices arising out of the manufacture, use, sale, or other disposition of Inventions, Stanford Patents, Stanford Licensed Products, or Stanford Technology by YOU.

Limitation of Liability.  Pursuant to the Stanford Agreement, Stanford will not be liable for any indirect, special, consequential or other damages whatsoever, whether grounded in tort (including negligence), strict liability, contract or otherwise.  Stanford will not have any responsibilities or liabilities whatsoever with respect to Stanford Licensed Products.

6.
Exclusion of liability by US.

(a) WE do not accept responsibility for and also hereby exclude any liability relating to the following matters: (i) the validity of any patents and other intellectual property rights that are licensed to YOU by US; (ii) that the said rights are comprehensive within the field; (iii) that the Materials will be suitable for YOUR purposes or that YOU will be able to achieve specific results with the Materials; (iv) that the Materials will not cause loss, damage or injury; or (v) that YOUR use of the rights licensed to YOU by US will not infringe the rights of any third party in the places where YOU receive, keep or use the Materials.

(b) YOU agree that the above exclusions by US are reasonable as this License Agreement is for your benefit and granted without taking a fee.

7.
Termination.  

WE may end this License Agreement at any time by giving you thirty (30) days written notice. WE may also end this License Agreement immediately if YOU break any of its provisions other than in a non-minor way. Upon termination (including expiry) of this License Agreement YOU must immediately stop using the Materials and destroy any remaining Materials that YOU may then have in YOUR possession or control and upon request give US written confirmation that YOU have done this. Any legal rights of action that either of US may have against the other as at the termination date will survive the termination. YOUR obligations to US under Clause 5 above as well as Clause 8 below, will also survive any termination.

8.
General

(a) This License Agreement is personal to YOU, and may not be assigned or sub-licensed by YOU.

(b) The Transferor has no authority from US to make any statements to YOU on our behalf regarding this License Agreement, the Materials or the subject matter of this License Agreement.

(c) There are no other agreements or arrangements between YOU and US regarding the subject matter of this License Agreement except as contained in this document.

(d) YOU hereby acknowledge and agree that in entering into this License Agreement YOU have not relied on anything that WE may have said to YOU except as may be expressly contained in this document.

(e) This License Agreement is governed by English Law and YOU irrevocably agree to submit to the non-exclusive jurisdiction of the English courts under it.
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